UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

MINIMI - i \ 



APPLICATION NO. | FILING DATE |j FIRST NAMED INVENTOR | ATTORNEY DOCKET NO. | CONFIRMATION NO. 

10/525,124 02/18/2005 Naoji Yamaoka CSP-109-A 2957 



EXAMINER | 

KERNS, KEVIN P 
ART UNIT " I PAPER NUMBER ~~ | 

1793 

NOTIFICATION DATE | DELIVERY MODE "[ 
04/28/2008 ELECTRONIC 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

cbalaw @ gmail.com 
cbala\v(«> amcritccli.net 
vvblackmanCn'amerilech.nel 




United States Patent and Trademark Office 



21828 7590 04/28/2008 

CARRIER BLACKMAN AND ASSOCIATES 
24101 NO VI ROAD 
SUITE 100 
NO VI, MI 48375 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/525,124 


Applicant(s) 

YAMAOKA ET AL. 


Examiner 

Kevin P. Kerns 


Art Unit 

1793 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 12 February 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) 5-12 and 17-20 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-4 and 13-16 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) |EI Claim(s) 1-20 are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 1 8 February 2005 is/are: a)\Z\ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E| All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.^ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

1 . Applicants' election with traverse of Group I (claims 1-4 and 13-16) in the reply 
filed on February 12, 2008 is acknowledged. The traversal is on the ground(s) that the 
three groups of inventions having a common "special technical feature", as well as the 
search burden for all three inventions, allegedly would not place an additional burden on 
the examiner. This is not found persuasive because Group III includes claim 6, for 
which an additional search burden would be required (search required not only in class 
228, but also in classes 219, 29, and 269), due to the "plurality of attachments" having a 
similar structure that would not necessarily have to be used for clamping a fuel tank. 
Instead, the "plurality of attachments" would be for use in general clamping of a variety 
of objects. Regarding Group II (which includes claim 5), an additional search would be 
required for a "controller" with its multiple functions, as claimed in claim 5. Finally, the 
plurality of attachments of Group III are either obvious over or anticipated by JP 59- 
1 1 01 82 U and JP 61 -1 62389 U, as well as other references that only require a "welding 
jig comprising a plurality of attachments" (the structural limitations of claim 6 in the 
absence of the "intended use" limitations used throughout the claim). Accordingly, the 
"plurality of attachments" do not provide a contribution over the prior art, and no single 
general inventive concept exists. 

The requirement is still deemed proper and is therefore made FINAL. 
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Drawings 

2. Figure 1 5 should be designated by a legend such as --Prior Art- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

3. The drawings are objected to because all 8 instances of "CYLINER" should be 
changed to "CYLINDER" in Figure 10. Corrected drawing sheets in compliance with 37 
CFR 1 .121(d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. The figure or figure number of an amended drawing should not be labeled as 
"amended." If a drawing figure is to be canceled, the appropriate figure must be 
removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several 
views of the drawings for consistency. Additional replacement sheets may be necessary 
to show the renumbering of the remaining figures. Each drawing sheet submitted after 
the filing date of an application must be labeled in the top margin as either 
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"Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1 .121(d). If the changes are 
not accepted by the examiner, the applicant will be notified and informed of any required 
corrective action in the next Office action. The objection to the drawings will not be held 
in abeyance. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

6. Claims 1-4 and 13-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP 59-11 01 82U in view of JP 61-162389U (both references are cited in the IDS of 
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May 30, 2006 - in addition, partial translations of both Japanese documents are 
provided with this Office Action). 

JP 59-1 1 01 82U discloses a method for welding a motorcycle fuel tank, in which 
the method includes the steps of providing a plurality of attachments (support members 
7-1 ,7-2,7-3,7-4 mounted on arms having resilient bodies in the form of respective 
pressing members 8, springs 9, and stoppers 10) into abutting engagement with the fuel 
tank (workpieces W1 ,W2 having outer and inner side panels to be engaged by the 
attachments and subsequently welded) to hold the fuel tank (W1 ,W2) in place; welding 
the fuel tank (W1 ,W2) to form a weld butt-joint W3 (welded spot that moves along a 
welding line); and after welding, bringing the attachments (7-1 ,7-2,7-3,7-4) out of 
abutting engagement with the fuel tank (W1 ,W2) in an order in which the attachments 
(7-1 ,7-2,7-3,7-4) would be welded (page 3, line 15 through page 4, line 2 provided with 
the IDS of May 30, 2006; page 2 of translation provided with this Office Action; and 
Figures 1 -3). JP 59-1 1 01 82U does not specifically disclose the use of opening/closing 
mechanisms (arms) for use in welding a seamless fuel tank and for gripping into the fuel 
inlet of the fuel tank. 

However, JP 61-162389U discloses a clamping apparatus for use in engaging a 
seamless fuel tank, in which the clamping apparatus includes an action arm 1 of a robot 
that holds a clamping jig 7 that engages the fuel tank 5; elastic members 8 that serve as 
an opening/closing mechanism arm that holds the fuel tank via suckers 9 (e.g. suction 
cups) on each arm, such that the clamping jig 7 engages the fuel inlet 6 of the fuel tank 
5, such that these features are advantageous for holding the fuel tank in a triangular 
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manner via the fuel inlet and both side surfaces, thus maintaining accurate positioning 
of the fuel tank (page 3, lines 5-18 provided with the IDS of May 30, 2006; page 2 of 
translation provided with this Office Action; and Figures 1-3). 

It would have been obvious to one of ordinary skill in the art at the time the 
applicants' invention was made to modify the method for welding a motorcycle fuel tank 
via providing a plurality of attachments, as disclosed by JP 59-1 1 01 82U, by using the 
opening/closing mechanisms and gripping of the fuel inlet of the fuel tank, as taught by 
JP 61 -1 62389U, in order to hold the fuel tank in a triangular manner via the fuel inlet 
and both side surfaces, thus maintaining accurate positioning of the fuel tank (JP 61- 
162389U; page 2 of translation). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dr. Kevin P. Kerns whose telephone number is 
(571 )272-1 1 78. The examiner can normally be reached on Monday-Friday from 
8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Kevin P. Kerns 
Primary Examiner 
Art Unit 1793 

/Kevin P. Kerns/ 

Primary Examiner, Art Unit 1793 

April 23, 2008 



